
On March 4, the Administration released its 2014
Trade Policy Agenda and 2013 Annual Report.
Intellectual property issues figure prominently in

both documents. The full report can be accessed at
http://www.ustr.gov/sites/default/files/2014%20Trade%20
Policy%20Agenda%20and%202013%20Annual%20Report.
pdf. Here are some intellectual property highlights from the
2014Trade Policy Agenda.

PROMOTING INNOVATION
The Administration reports that it will “Promote and Protect
Job-Supporting Innovation and Creativity for Producers and
Consumers Alike. As the 21st century global economy
evolves, the Obama Administration will continue to work
towards strengthening America’s competitive advantage in
innovation. Intellectual property (IP) is a key source of Amer-
ican jobs, and serves the essential purpose of encouraging
innovation and creativity. To sustain these vital economic
benefits, the United States in 2014 will continue to seek
greater market access for IP-intensive U.S. products, and to
promote job-supporting innovation and creativity with
balanced policies informed by diverse views that benefit both
producers and users of innovative products and services. “

OPENING MARKETS TO INNOVATIONS OF AMERICAN
FIRMS
“[A]s we endeavor to open new markets to innovations of
American firms, the United States will aggressively defend
millions of American jobs threatened by the wholesale
theft of U.S. intellectual property. From the directors and
actors who make our movies to the carpenters and engi-
neers who make and run the sets, our people deserve to
reap the benefits of their work. We will use all appropriate
trade policy tools to address key trade-related IP issues and
resolve specific intellectual property rights issues that
undermine the rights of Americans. We seek to actively
combat global counterfeiting that both threatens Amer-
ican jobs and often endangers the health and safety of
global consumers. The United States will continue to use
the “Special 301” process and annual report to Congress
both to drive continued improvements to the IPR protec-
tion and enforcement system and to spotlight challenges.
We will also use the Special 301 process, the TPP [Trans-
Pacific Partnership] negotiations, and other trade policy
tools to further implement the Administration’s Strategy
on Mitigating the Theft of U.S. Trade Secrets. To promote
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INTELLECTUAL PROPERTY SPRING INSTITUTE, 
APRIL 18, 2014, TENNESSEE BAR CENTER, NASHVILLE
REGISTER NOW! 
The IP Section will offer its annual Spring Institute on
April 18 at the Tennessee Bar Center in downtown
Nashville. The program will provide six general hours of
CLE — plus lunch! — for the bargain rate of $240 for IP
Section Members and favorable rates for other TBA
members. You can register in person beginning at 8 a.m.
Central time or online at: www.tnbaru.com/CLE/
catalog_course_details.php?course=7836 — but register
soon to avoid a late fee.

This entertaining and informative program will feature
the following presentations and panels: 

• Section 101: Software and Bio-Patents
Gary Montle & Hilary Lang, Waddey &
Patterson PC

• Recent Developments in Copyright Law

Suzanne Kessler & Laurie Hughes, Hughes-Kessler
Consulting

• Trademark Law: Reverse Confusion
Paul Kruse, Bone, McAllester, & Norton PLLC

• Rights of Publicity
Brittany Simpson & Maia Woodhouse, Baker,
Donelson, Bearman, Caldwell & Berkowitz PC

• Design Patents & the Patent Law Treaties
Implementation Act of 2012 
Douglas Johnson, Miller & Martin PLLC

• Panel Discussion- Pre-Filing Investigations for
Intellectual Property Litigation
Ed Lanquist, Waddey & Patterson PC
Mark Graham, The Graham Law Firm PLLC

Don’t miss this opportunity to network with other prac-
titioners and speak with our panelists and speakers. IP
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CRIMINAL ENFORCEMENT
The Office of the Intellectual Property Enforcement Coor-
dinator reports a number of criminal enforcement actions.
Spotlight reports three cases involving misappropriation of
trade secrets; the seizure of 706 domain names for websites
selling counterfeit merchandise, two enforcement actions
targeting the counterfeit sports merchandise and apparel;
and three cases in which individuals received prison terms,
two for selling pirated music and movies and one for selling
counterfeit sneakers. Read more about the cases at
www.whitehouse.gov/sites/default/files/omb/IPEC/
spotlight/ipec_spotlight_sept_nov_2013.pdf.

ENFORCEMENT GUIDES 
The Department of Justice has produced a short guide
called “Reporting Intellectual Property Crime: A Guide for
Victims of Counterfeiting, Copyright Infringement, and
Theft of Trade Secrets.” The 11-page Guide may be of
interest in cases of criminal infringement. The Guide is
Appendix C in a much longer “Report of the Department
of Justice’s Task Force on Intellectual Property” (October
2004). The Guide (and for that matter, the Report) can be
downloaded here: http://www.justice.gov/olp/ip_task
_force_report.pdf#page=63. 

If you have not seen it yet, check out the Administration
Strategy on Mitigating the Theft of Trade Secrets, available
online at http://www.whitehouse.gov/sites/default/files/
omb/IPEC/admin_strategy_on_mitigating_the_theft_of_
u.s._trade_secrets.pdf.

CIVIL SUITS
A number of civil suits were filed or settled in the first
quarter of 2014. Several involve well-known brands or, in
some cases, well-known litigants. Here is a quick look at
some of the more famous: 

NIKE filed suit in the District of Oregon against DBV
Distribution Inc., and Dragon Bleu, SARL, claiming the
defendants’ VENUM marks infringe NIKE’s VENOM
marks. You can read the complaint at http://
www.scribd.com/doc/198415283/Nike-Venom-
Trademark-Complaint. 

Writing in the Baltimore Sun, Lorraine Mirabella reports

that NIKE and Under Armour have settled the suit filed
against NIKE over the use of the phrase “I Will.” Ms.
Mirabella’s report is here: http://articles.baltimoresun.com/
2014-02-11/business/bal-consuming-under-armour-nike-
settle-trademark-infringement-lawsuit-20140211_1_trade-
mark-infringement-lawsuit-apparel-brand. 

Pokémon sued the owner of Pokellector App and the
pokellector.com website. Paul Lasko gives a brief summary
of the case here http://www.cardboardconnection.com/
law-cards-pokemon-versus-pokellector. 

Sarah Palin and SarahPAC were sued for infringement
of a photograph showing firefighters raising the flag on
September 11, 2001. The infringement claim was based
on posting the photograph on Facebook and the SarahPAC
website. On October 7, 2013, Plaintiff New Jersey Media
Group Inc., filed an amended complaint, posted on Legal
Insurrection: http://legalinsurrection.com/2013/10/
amended-complaint-filed-in-9-11-photo-copyright-
lawsuit-against-sarah-palin/, and on December 12, 2013,
Palin filed a Motion to Dismiss based in part on improper
venue. You can read it here: http://www.docstoc.com/docs/
165393366/North%20Jersey%20Media%20v.%20Palin
%20-%20Motion%20to%20Dismiss%20and%20
Supporting%20Memorandum.pdf. 

Alice Miller reports in The Missoulian that Big Sky
Brewing, a Montana firm, has dropped its suit against
Anheuser-Busch over use of the phrase “Hold my beer
and watch this” in exchange for taking down Bud Light
YouTube videos that use the phrase. http://
missoulian.com/news/local/big-sky-brewing-drops-trade-
mark- lawsui t -anheuser -busch-removes-v ideos/
article_be3f6610-83cd-11e3-a259-0019bb2963f4.html

Candy Crush Saga is sending take-down notices to games
with “candy” in their names, according to Brad Reed at BGR,
http://bgr.com/2014/01/22/candy-crush-saga-trademark-
lawsuit-2/. Edward Garris of Burnt Orange Report reports
http://www.burntorangereport.com/diary/14747/
candy-crush-saga-trademarks-the-english-language-goes-
after-the-banner-saga that King.com, makers of Candy
Crush Saga, filed a notice of opposition to the registration
of “The Banner Saga.” IP

The reasonable man adapts himself to the world; the
unreasonable one persists in trying to adapt the world
to himself. Therefore all progress depends on the
unreasonable man.

— George Bernard Shaw

IP Enforcement News
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A number of recent developments raise the question, is the
United States about to join the ranks of countries that have
a working requirement in their patent laws? No one has
yet referred to such a requirement, but the focus on so-
called “patent trolls” and legislative initiatives aimed at
reining in certain types of enforcement actions appear to
be a step in that direction. 

TENNESSEE LEGISLATION ON PATENT INFRINGEMENT
Legislation has been proposed to make it a violation of
Tennessee law to send a written or electronic communi-
cation alleging patent infringement where the communi-
cation contains certain false statements or is made in bad
faith. The bill would authorize the
attorney general to file a motion asking
the court to post a bond in an amount
equal to a good faith estimate of the costs
of litigation and amounts likely to be
recovered. The bill also provides for the
possibility of a civil action for damages;
costs and fees, including reasonable
attorney fees; and punitive damages of
$50,000 or the total damages, costs, and
fees, whichever is greater. 

This legislation, proposed as Senate Bill
1967, House Bill 2117, has gone through
several amendments to refine the elements
of the offense and better define exceptions.
Although the language of the bill indicates
it is aimed at “bad faith” claims of infringe-
ment, language excluding a claim by a
patent owner who is using the patent
suggests that the bill may also be aimed at
“patent trolls,” a subject that is also
addressed in the Obama Administration’s
legislative recommendations (see below).
Since patent law is Federally pre-empted, it
is not clear how Tennessee legislation would fare if chal-
lenged. On the other hand, the proposed Tennessee legis-
lation looks to be very similar to legislation proposed by
the Obama Administration. 

OBAMA ADMINISTRATION LEGISLATIVE RECOM-
MENDATIONS ON PATENT ENFORCEMENT
Last June, the Administration announced that it was
issuing five executive actions and making seven recommen-
dations for legislation “designed to protect innovators from
frivolous litigation and ensure the highest-quality patents
in our system.” The White House Fact Sheet is here
http://www.whitehouse.gov/the-press-office/2013/
06/04/fact-sheet-white-house-task-force-high-tech-patent-
issues. Its main points are reproduced below.

THE ADMINISTRATION’S FIVE EXECUTIVE ACTIONS WILL
1. Require patent owners and applicants to update

ownership information when they are involved in
proceedings before the Patent and Trademark Office
(PTO). This measure is aimed at disclosure of the “real

party-in-interest” in litigation and preventing “patent
trolls” from complicating enforcement by hiding their
activities behind shell companies.

2. Tighten functional claiming. The PTO will develop
strategies to improve claim clarity and provide targeted
training on scrutiny of functional claims. This is
particularly aimed at preventing overly broad claims
in software inventions. 

3. Empower downstream users of patented technology.
The PTO will publish new education and outreach
materials to help retailers, consumers, and other end-
users of products containing patented technology when
they are targeted by an infringement claim.

4. Expand outreach and study to develop new ideas and
consensus around updates to patent policies and laws.
One aim is to obtain more robust data and research on
abusive litigation.

5. Strengthen the enforcement process for exclusion
orders. The U.S. Intellectual Property Enforcement
Coordinator will launch an interagency review of
existing procedures use to evaluate the scope of exclusion
orders and work to ensure the process and standards
utilized during exclusion order enforcement activities are
transparent, effective, and efficient. A particular concern
is the situation where a technologically sophisticated
product has been successfully redesigned to fall outside
the scope of the exclusion order.

The Administration recommends legislation that would:
1. Require patentees and applicants to disclose the

“Real Party-in-Interest,” by requiring that any party
sending demand letters, filing an infringement suit or
seeking PTO review of a patent to file updated owner-

4

Developments in Patent Law and Policy

(continued on page 6)

Learning and innovation go hand in hand. The arrogance of success is to think
that what you did yesterday will be sufficient for tomorrow. 

— William Pollard in The Soul of the Firm

Ph
ot

o:
 ©

 iS
to

ck
ph

ot
o.

co
m



5

EPO 2013 ANNUAL REPORT SHOWS US AS TOP FILER
— BUT NOT IN TOP TEN PER CAPITA
The European Patent Office (EPO) has issued its 2013
Annual Report, which can be accessed at http://
www.epo.org/about-us/annual-reports-statistics/annual-
report/2013.html. The EPO reports that the United States
is once again the top source of patent applications to the
EPO, accounting for 24% of all applications in the EPO.
After adjusting for population, Switzerland ranks first in
number of applications filed, and the United States drops
to number 15. Japan is the only non-European country
to make the top ten in numbers of applications per
million inhabitants. China, ranked fourth in the number
of patent applications filed, fared worst, plummeting to
number 41 in the population-adjusted rankings. While
adjustments for population appear to give a better
measure of a country’s creativity, or at least a better
measure of its use of the patent system, location also
seems to be in important factor. This issue will be
explored in the next newsletter. 

ACCESSIONS AND NOTIFICATIONS
The Marrakesh VIP Treaty was concluded on June 27,
2013, to facilitate access to published works for persons
who are blind, visually impaired, or otherwise print-
disabled. The Treaty, which is not yet in effect, gained 51
signatures by June 28 and has but continues to gain signa-
tories. Since then, another nine countries have signed the
agreement, including the United States, which signed on
October 2, 2013. The Treaty will enter into force three
months after 20 eligible countries have deposited their
instruments of ratification or accession. To date, no
country has ratified the Treaty or acceded to it.

The Patent Cooperation Treaty has published new
Regulations, which can be accessed here: http://
www.wipo.int/treaties/en/notifications/pct/ treaty_pct_
205-annex1.html. 

The Republic of Belarus has acceded to the Singapore
Treaty. When the Treaty enters into force for Belarus on
May 14, 2014, it will bring the total number of
contracting parties to 37.

The United Kingdom has communicated that it wishes
to extend the application of the Berne Convention to the
Bailiwick of Jersey, for whose international relations the
United Kingdom is responsible. The Republic of Uzbek-
istan has notified that is withdrawing its declaration
concerning Article 18 of the Paris Act of the Berne Conven-
tion (1971). The declaration that is being withdrawn was
to the effect that the Berne Convention would not extend
to the works which, at the date of entry into force of the
Convention with respect to the Republic of Uzbekistan,
were already in the public domain in its territory.

The United Kingdom has made two notifications with
regard to the Budapest Treaty. One extends the list of
kinds of microorganisms accepted for deposit by its
National Collections of Industrial, Food and Marine
Bacteria. The other notifies a change in address of its
National Collection of Type Cultures. 

TRANSLATION SERVICE FOR PATENT DOCUMENTS
The European Patent Office (EPO) offers a translation
service that is optimized for patent documents. The
service, Patent Translate, developed jointly by the EPO
and Google. Introduced in 2012, Patent Translate provides
translations between English and 31 other languages, and
between French and German for 27 of those languages.
Translation into English is available for Albanian,
Bulgarian, Chinese, Croatian, Czech, Danish, Dutch,
Estonian, Finnish, French, German, Greek, Hungarian,
Icelandic, Italian, Japanese, Korean, Latvian, Lithuanian,
Macedonian, Norwegian, Polish, Portuguese, Romanian,
Russian, Serbian, Slovak, Slovenian, Spanish, Swedish and
Turkish. Check out the new service at http://
www.epo.org/searching/free/patent-translate.html. IP

For my part I know nothing with any certainty, but the sight of the stars makes me dream.
— Vincent Van Gogh

International News
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ship information, and enabling the PTO or district
courts to impose sanctions for non-compliance.

2. Permit more discretion in awarding fees to
prevailing parties in patent cases and in awarding
attorney’s fees as a sanction for abusive court filings.
This is noted to be similar to the legal standard that
applies in copyright infringement cases.

3. Expand the PTO’s transitional program for covered
business method patents to include a broader category
of computer-enabled patents and permit a wider range
of challengers to petition for review of issued patents
before the Patent Trial and Appeals Board (PTAB).

4. Providing consumers and businesses with better legal
protection against liability for a product being used off-
the-shelf and solely for its intended use, and stay judi-
cial proceedings against such consumers when an
infringement suit has also been brought against a
vendor, retailer, or manufacturer.

5. Change the ITC standard for obtaining an injunc-
tion to better align it with the traditional four-factor
test in eBay Inc. v. MercExchange, to enhance consis-
tency in the standards applied at the ITC and district
courts.

6. Use demand letter transparency to help curb abusive
suits, to provide an incentive for public filing of
demand letters in a way that makes them accessible and
searchable to the public.

7. Ensure the ITC has adequate flexibility in hiring
qualified Administrative Law Judges.

REPORT ON PATENT ASSERTION AND INNOVATION
The announcement of Administration executive actions and
legislative initiatives coincided with the release of a report by
the President’s Council of Economic Advisers, the National
Economic Council, and the Office of Science & Technology
Policy. The report, entitled Patent Assertion and U.S. Inno-
vation, is available at http://www.whitehouse.gov/
sites/default/files/docs/patent_report.pdf, and the White
House announcement can be found at http://
www.whitehouse.gov/the-press-office/2013/06/04/
fact-sheet-white-house-task-force-high-tech-patent-issues. 

The Report’s Executive Summary is reproduced here:
• Some firms that own patents but do not make products

with them play an important role in U.S. innovation
ecosystem, for example by connecting manufacturers
with inventors, thereby allowing inventors to focus on
what they do best. 

• However, Patent Assertion Entities (PAEs, also known
as “patent trolls”) do not play such roles. Instead they
focus on aggressive litigation, using such tactics as:
threatening to sue thousands of companies at once,
without specific evidence of infringement against any
of them; creating shell companies that make it difficult

for defendants to know who is suing them; and
asserting that their patents cover inventions not imag-
ined at the time they were granted. 

• Suits brought by PAEs have tripled in just the last two
years, rising from 29 percent of all infringement suits
to 62 percent of all infringement suits. Estimates
suggest that PAEs may have threatened over 100,000
companies with patent infringement last year alone. 

• While aggressive litigation tactics are a hallmark of
PAEs, some practicing firms are beginning to use them
as well. (“Practicing” firms use their patents to design
or manufacture products or processes.) 

• PAE activities hurt firms of all sizes. Although many
significant settlements are from large companies, the
majority of PAE suits target small and inventor-driven
companies. In addition, PAEs are increasingly targeting
end users of products, including many small businesses. 

• PAEs take advantage of uncertainty about the scope or
validity of patent claims, especially in software-related
patents because of the relative novelty of the technology
and because it has been difficult to separate the “function”
of the software (e.g. to produce a medical image) from
the “means” by which that function is accomplished. 

• A range of studies have documented the cost of 
PAE activity to innovation and economic growth. 
For example: 
• One study found that during the years they were

being sued for patent infringement by a PAE, health
information technology companies ceased all inno-
vation in that technology, causing sales to fall by one-
third compared to the same firm’s sales of similar
products not subject to the PAE-owned patent. 

• Another study found that the financial reward
received by winning PAEs amounted to less than
10% of the share value lost by defendant firms,
suggesting that the suits result in considerable lost
value to society from forgone technology transfer
and commercialization of patented technology. 

• History suggests that it should be possible to address
these challenges. Similar cases occurred with patents
for agricultural equipment and for railroad equipment
in the late 19th century, in which there was great
uncertainty about whether a valid patent had been
infringed. Once these underlying conditions were
changed, this business model was no longer profitable
and litigation of this type fell dramatically. 

• Policies such as the following: fostering clearer patents
with a high standard of novelty and non-obviousness;
reducing disparity in the costs of litigation for patent
owners and technology users; and increasing the adapt-
ability of the innovation system to challenges posed by
new technologies and new business models; would
likely have a similar effect today. IP

Developments in Patent Law and Policy (continued from page 4)
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U.S. exports of IP-intensive products, we will closely
monitor compliance with IP-related commitments
secured in U.S. trade agreements. 

“We will continue to seek constructive input from
Congress and stakeholders on a wide range of trade issues
related to the protection and enforcement of copyrights,
trademarks, patents, trade secrets, and other forms of intel-
lectual property. In the area of public health, the Admin-
istration continues to welcome diverse stakeholder input
to shape the development of proposals to promote access
to high-quality innovative and generic medical products.

“Furthermore, the United States is a leading voice for
access to medicines for the world’s poor in developing
countries, and strongly believes that our trade agreements
should reflect this principle. For example, we believe the
best approach to addressing pharmaceutical intellectual
property in the TPP negotiations involves offering coun-
tries flexibility based on their individual circumstances.
We will continue to work with TPP partners in 2014 to
strike the right balance to make life-saving medicines more
widely available, while maintaining incentives for the
development of new treatments and cures.

REGIONAL ENGAGEMENT TO EXPAND TRADE OPPOR-
TUNITIES 
The “Obama Administration seeks to strengthen our
economy by negotiating high-standard regional agree-
ments that complement our bilateral trade policy efforts.”
The report addresses intellectual property issues for several
specific countries and regions: 

APEC: “Advancing regional economic integration
remains a key objective of the Asia-Pacific Economic
Cooperation (APEC) forum. This year, the United States
will continue to play an active leadership role in APEC,
working closely with China, the host country, and APEC
partner economies to achieve concrete and meaningful
trade and investment outcomes by the APEC Leaders’ and
Minister’s Meeting in late 2014. In particular, we seek to
advance initiatives on supply chain performance, good
regulatory practices, global value chains, intellectual prop-
erty, environmental goods and services, and innovation
and trade policy.”

China: “We will work with China to improve intellec-
tual property protection and enforcement through a
number of avenues, recognizing that a strong rule of law is

essential to encourage and support continued innovation.”
India: “We will also continue to utilize the U.S.-India

Trade Policy Forum to establish a regular, productive trade
policy dialogue, address concerns, and engage with the
Government of India on a wide range of trade and invest-
ment issues, including concerns related to intellectual
property rights protection and potentially trade-restrictive
localization policies.”

Middle East and North Africa: “This year, the United
States will work with regional partners through various
forms of engagement (including free trade agreement Joint
Committees, TIFA [Trade and Investment Framework
Agreement] Councils, and other arrangements) to continue
developing the President’s Middle East and North Africa
Trade and Investment Partnership (MENA TIP) initiative.
We will aim in particular to advance with MENA countries
several proposals, including agreements on trade facilita-
tion, joint principles on foreign investment, and joint prin-
ciples on information and communication technology
services trade. In addition, we will engage governments on
a further range of issues identified by stakeholders as
important to better trade relations, such as intellectual
property rights, services, government procurement, small
and medium enterprise support and labor practices. We
will also seek where possible to craft and pursue initiatives
that can help lay the groundwork for the greater economic
integration among MENA countries which will be critical
to the future prosperity of the region.”

Trans-Pacific region: “In the TPP [Trans-Pacific Part-
nership] negotiations, we will continue to work with the
negotiating partners and stakeholders to advance state-of-
the-art, high-standard IP provisions that will protect and
promote the spread of IP-intensive products and services
throughout the entire region, to the benefit of producers
and consumers in all TPP countries. We will also seek to
advance our IP interests in the T-TIP [Trans-Atlantic
Trade and Investment Partnership], and will advance posi-
tive discussions of trade-related innovation and related
issues at the WTO Council for Trade-Related Aspects of
Intellectual Property Rights (TRIPS) in Geneva.” IP

JUDY WINEGAR GOANS is a principal associate at Nathan
Associates Inc., an economics and management consulting
firm in Arlington, Va.

Intellectual Property Prominent in 2014 Trade Agenda (continued from page 1)

Ideas are like rabbits.
You get a couple and
learn how to handle
them, and pretty soon
you have a dozen.

— John Steinbeck
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